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1 )^ Responsive to communication(s) filed on 05 October 2009 . 
2a )□ This action is FINAL. 2b)|3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 
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5) n Claim(s) is/are allowed. 
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Response to Arguments 

Applicant's arguments filed 10-05-2009 have been considered and found persuasive. 

The rejection of claims as anticipated by Yamada et al is withdrawn because, as pointed 
out by applicant, applicant's priority document UK Application 0324749.1 has an earlier fining 
date [10-23-2003] than the filing date of Yamada et al [10-18-2004]. 

New grounds of rejection are set forth forth herein below. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained iliDUgh the eniion is iioi ideiuieally diselosed or described as set forth in 
section 102 of this title, if the ditt'crenees between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1-3, 5-7, 9-11, 15 and 17-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over WO 03/027162 in view of Shimomura et al (5,686,508). 

WO '162 discloses compositions for Inkjet inks comprising a pigment, such as carbon 
black, radiation curable dispersant, mixture of (meth)acrylate monomers and photoinitiators. 
Mono-, di-, tri- and tetra-fimctional (meth)acrylate monomer including several of those set forth 
in instant claim 13, are disclosed on page 15. The reactive diluent can contain from about 1 to 
about 20 wt % of the multifunctional monomers. See pages 13-16. Inkjet ink viscosity is taught 
on page 19, lines 17-26, and Inkjet printing is taught on page 30. With respect to claim 2, WO 
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'162 discloses an amino compound in the dispersant in the Dispersant Examples (pages 23-25). 
WO '162 does not mention the acid value or pH of the pigment employed. 

Shimomura et al disclose inks containing various carbon black pigments having a ph of 5 
or less (colunm 3, lines 32-40, and column 4, line 42-57). Dispersants are taught in column 8, 
lines 36-46 and in column 6, lines 44-62. Amines are taught in column 9, lines 1-24. Shimomura 
et al teach that the acidic carbon black provides a print density equivalent to or higher than that 
obtained by using a dye ink. Several carbon black pigments having properties required in the 
instant claims are set forth in Table 1. Pigment dispersions are taught in Examples 1-5. 
Properties of the inks obtained are shown in Table 2. Use in ink-jet inks taking advantage of the 
disclosed properties of the carbon black is taught in column 22, lines 57-65. 

It would have been obvious to one skilled in the art at the time of the invention to employ 
the carbon black having a pH less than 5 disclosed by Shimomura et al as the pigment in the 
compositions taught by WO '162. WO '162 provides motivation by teaching use of carbon black 
pigments for the disclosed Inkjet inks. Shimomura et al provide motivation by teaching that the 
disclosed carbon black has improved dispersibility in organic solvents and organic high polymers 
and by teaching its use in ink-jet inks. One skilled in the art at the time of the invention would 
have been motivated by a reasonable expectation of taking advantage of the improved 
dispersibility of the acidic carbon black and an expectation of obtaining a desirable print density 
taught by Shimomura et al in the radiation curable Inkjet ink compositions disclosed by WO 
'162. 
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Allowable Subject Matter 

Claims 13 and 14 are objected to as being dependent upon a rejected base claim, but 
would be allowable if rewritten in independent form including all of the limitations of the base 

claim and any intervening claims. WO '162 discloses ink compositions wherein the reactive 
diluent is mainly mono-functional (meth)acrylates and multifunctional (meth)acrylates can be 
present in amounts from 1-30 wt%. 

Conclusion 

Hoshida et al (6,994,745, filed 04-05-2002) disclose a pigment dispersing resin which is 
a copolymer of a polymerizable unsaturated monomer containing a tertiary amino group. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to /Susan W. Berman/ whose telephone number is 571 272 1067. 
The examiner can normally be reached on M-F 9:30-6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on 571 272 1078. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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